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DETAILED ACTION 

1. Claim 1 is pending. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The phrase "configured to" is vague and indefinite since it only implies what the 
corresponding element (e.g., the processor and software application) is capable of 
doing. Consequently, it is not clear if the corresponding functionality is always 
performed. 

The software application is not directly integrated with a hardware element; 
therefore, the software itself is outside of the scope of the claimed system since a 
system is defined by its structure and corresponding functionality. At present, the 
software is disconnected from the system and therefore does not merit patentable 
weight. Expressly claiming that the software application is stored in a memory of the 
system and executed by the processor would likely remedy this problem. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is 

t 

directed to non-statutory subject matter. 

Under the statutory requirement of 35 U.S.C. § 101, a claimed invention must 
produce a useful, concrete, and tangible result. For a claim to be useful , it must yield a 
result that is specific, substantial, and credible (MPEP § 2107). A concrete result is one 
that is substantially repeatable, i.e., it produces substantially the same result over and 
over again (In re Swartz, 232 F.3d 862, 864, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000)). 
In order to be tangible , a claimed invention must set forth a practical application that 
generates a real-world result, i.e., the claim must be more than a mere abstraction 
(Benson, 409 U.S. at 71-72, 175 USPQ at 676-77). Additionally, a claim may not 
preempt abstract ideas, laws of nature or natural phenomena nor may a claim preempt 
every "substantial practical application" of an abstract idea, law of nature or natural 
phenomena because it would in practical effect be a patent on the judicial exceptions 
themselves (Gottschalk v. Benson, 409 U.S. 63, 71-72 (1972)). (Please refer to the 
"Interim Guidelines for Examination of Patent Applications for Patent Subject Matter 
Eligibility" for further explanation of the statutory requirement of 35 U.S.C. § 101.) 

In light of the § 1 12, 2 nd paragraph rejections above, claim 1 is capable of 
producing the useful, concrete, and tangible result of performing trades for a market 
with the trading exchange according to a snapshot view of the market. In order to be 
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statutory, the scope of claim 1 should be limited to always generating a useful, concrete, 
and tangible result. Once claim 1 is amended to more positively recite this limitation 
(and overcome all § 112, 2 nd paragraph rejections), the § 101 rejection will likely be 
withdrawn. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent, 
(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section . 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claim 1 is rejected under 35 U.S.C. 102(a, e) as being anticipated by Keith (US 
2001/0042040 A1). 

Keith discloses a system for trading, comprising: 
[Claim 1 ] a processor configured to connect with a trading exchange (HIT 9-1 1 , 45); 
and 

a software application configured to perform trades for a market with the trading 
exchange according to a snapshot view of the market fl| 45; 445 - "The watched 
instrument traffic, in this embodiment, keeps the order room's snapshot of the market in 
an instrument up-to-date. The snapshot may be used by the order room to determine 
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when market conditions are right for triggering actions such as linked order 
executions."). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 



6733. The examiner can normally be reached on Monday-Friday, 8 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammel! can be reached on (571) 272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
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